THL'S OPI NI ON WAS NOT__ WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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Bef ore McCANDLI SH, Seni or Adnini strative Patent Judge, and
JERRY SM TH and VEI MAR, Adm ni strative Patent Judges.

JERRY SM TH, Adnmini strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on the appeal under 35 U S.C. § 134

fromthe examner's rejection of the foll ow ng design claim

! Application for patent filed May 8, 1995.
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The ornanental design for a BOTTLE as shown and
descri bed.

The bottle design is depicted in perspective view, front
or rear elevational view, right or left side elevational view,
top plan view, and bottomplan view in Figures 1-5, respectively.

The exam ner relies on the follow ng references:

Br enner Des. 94,069 Dec. 18, 1934
Desgri ppes et al. Des. 332, 406 Jan. 12, 1993
(Desgri ppes)

Coupon for Vaseline® I ntensive Care® Lotion bottle, published in
t he Washi ngton Post on or before May 1990 (the Coupon).

The design claimstands rejected under 35 U.S.C. § 103(a)
as bei ng unpatentabl e over the Coupon in view of Desgrippes and
Brenner. A rejection of the clai munder the second paragraph of
35 US.C 8§ 112 was wthdrawn by the exam ner in an Advisory
Action mailed May 10, 1996.

Rat her than repeat the argunents of appellants or the
exam ner, we nmake reference to the brief and the answer for the
respective details thereof.

COPI NI ON

We have carefully considered the subject matter on
appeal, the rejection advanced by the exam ner and the evi dence
of obviousness relied upon by the exam ner as support for the

rejection. W have, |likew se, reviewed and taken into
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consideration, in reaching our decision, the appellants’
argunents set forth in the brief along with the examner's
rationale in support of the rejection and argunents in rebuttal
set forth in the exam ner's answer.

It is our view, after consideration of the record before
us, that the collective evidence relied upon and the |evel of
skill of the designer in this particular art wuld not have
suggested to the designer of ordinary skill in the art the
obvi ousness of the design claimbefore us. Accordingly, we
reverse

The exam ner has pointed out what each of the prior art
references teaches and has indicated how and why these references
woul d have been conbined to arrive at the clained invention. The
exam ner has, therefore, at |east satisfied the burden of

presenting a prim facie case of obviousness. See In re Qetiker,

977 F.2d 1443, 1445, 24 USPQ2d 1443, 1444 (Fed. Gr. 1992).
Initially, we point out that in a proper rejection of a

design claimunder 35 U.S.C. 8 103, there is the requirenent that

there nust be a reference (the basic design), a sonething in

exi stence, the design characteristics of which are basically the

sanme as the clainmed design in order to support a hol ding of

obvi ousness. In other words, the basic reference design nust
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| ook sonething like the clainmed design. See In re Harvey, 12

F.3d 1061, 1063, 29 USPQ2d 1206, 1208 (Fed. Cir. 1993) and |ln re
Rosen, 673 F.2d 388, 391, 213 USPQ 347, 350 (CCPA 1982). Once
such a basic design reference has been established, features

t hereof m ght reasonably be interchanged with or added fromthose
in other pertinent references to achieve the clained design.

Such nodi fications, however, cannot destroy fundanmental
characteristics of the basic design reference. The |ong standing
test for the proper conbination of references has been whet her
they are so related that the appearance of certain ornanental
features in one woul d suggest the application of those features

in the other. In re Rosen, supra.

We al so keep the following principles clearly in mnd
when eval uating the obvi ousness of a clained design. The proper
standard under 35 U.S.C. 8 103 is whether the design would have
been obvious to a designer of ordinary skill of the articles

involved. Note In re Nal bandian, 661 F.2d 1214, 1216, 211 USPQ

782, 784 (CCPA 1981). Further it is the overall appearance of a
design, that is the visual effect as a whole of the design, which

must be taken into consi deration. In re Rosen, supra. However ,

whi |l e the obvi ousness of a design nust be evaluated as a whol e,

t he eval uation of the whol e necessarily invol ves consideration of
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what are indicated to be the distinguishing features of the

clai mred design. See Petersen Manufacturing Co., Inc. v. Central

Purchasing, Inc., 740 F.2d 1541, 1548, 222 USPQ 562, 567 (Fed.

Cr. 1984). Additionally, when considering the patentability of
a design, the nere fact that there are differences between the
design and a prior art design is not alone sufficient to justify

the patentability of the design. 1n re Lanb, 286 F.2d 610, 611

128 USPQ 539, 539 (CCPA 1961). It is the distinctiveness in
overal | appearance of a design when conpared to a prior art
design, rather than mnute details or small variations in
configuration, which constitutes the test for design

patentability. In re Lapworth, 451 F.2d 1094, 1096, 172 USPQ

129, 131 (CCPA 1971).

We now consi der how these principles and the argunents
made by appellants and the exam ner affect our decision based
upon the record before us.

Qur first observation is that the Coupon appears to be an
accept abl e sonething in existence, the design characteristics of
which are basically the sane as the clainmed design. 1In other
words, it is apparent to us that the Coupon is a Rosen type

reference. Appellants have not specifically chall enged the use
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of the Coupon as a basic reference, and we wll treat this
particul ar i ssue as not contested.

The exam ner cites the Coupon as disclosing a bottle
“that is the sane as the clained design except that it |acks the
hori zontal ribs on the sides” [answer, page 3]. Desgrippes was
cited to show a bottle having raised horizontal ribs on the sides
that are simlar to the ones used by appellants. Finally, the
exam ner cites Brenner to show horizontal ribs on a bottle
confined to the mdsection of the sidewalls. Wth these three
references available, the exam ner stated the rejection as
fol | ows:

It woul d have been obvious to one of
ordinary skill in the art at the tinme
the invention was nmade to nodify the
“Vasel ine” lotion bottle by providing
rai sed horizontal ribs |like the ones
shown by Desgrippes on the m dsection of
the sidewall as suggested by Brenner.
Moreover, to do so would result in a
bottle that is strikingly simlar to the
cl ai mred design and no patentable
ornanent al advance is seen thereover.

[ answer, page 4]

Appel I ants basically argue that each of the cited
references is substantially different fromthe clai ned design
the examner’'s rejection represents a hindsight reconstruction of
the cl ai ned design, and a conbination of the cited art would not
result in the present invention [brief, pages 4-7]. W agree at

6
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| east with appellants’ assertion that the proposed conbi nation of
t he exam ner appears to be nothing nore than a hindsi ght
reconstruction of the invention.

It appears to us that the exam ner has selectively chosen
certain design features of the cited references while
del i berately ignoring other design features of the references
just so the clained design would result. The Brenner design
suggests that the mdsection of the bottle where the horizontal
ribs are placed should be curved to give the inpression of an
actual belted waistline. The exam ner ignores this part of the
Brenner design, however, and seeks to use only the ribs
t henmsel ves without the bottle shape. This selective use of the
design characteristics of the prior art suggests that it is
driven by a hindsight reconstruction of the invention rather than
the objective teachings of the references. There is nothing on
this record to suggest that the bottle designer would consider
the use of mdsection ribs without the correspondi ng waistline
shape. Such an ornanental appearance is very different fromthe
cl ai med design which seeks to give the illusion of a waistline
w thout sacrificing the interior volune of the bottle. W are of
the view that the bottle designer of ordinary skill having the

applied references avail abl e woul d not have conbined themin a
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manner to arrive at the claimed design wthout the aid of
appel l ants’ own di scl osure.

In sunmary, we agree with appellants that the selective
conbi nation of design features of the applied references is
driven not by the teachings of the references, but rather by an
effort to reconstruct the clainmed invention using appellants’ own
di scl osure. Therefore, we do not sustain the rejection of the

desi gn cl ai m before us.

The decision of the exam ner i s reversed.

REVERSED

HARRI SON E. McCANDLI SH
Adm ni strative Patent Judge

JERRY SM TH

Adm ni strative Patent Judge
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